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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,8,10-13,21 and 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by the '1 1 9 Japanese patent. 

The '1 19 Japanese patent discloses a label 1 with an overcoat layer containing beads 
which will impart a tactile feature to the label. The abstract contains the desired size of 
the particles. 

Claims 25,32 and 33 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bohan et al. 

Bohan et al disclose a image with an overcoat which can contain particles "which will 
impart surface roughness to the overcoat" (column 6 lines 48-49). The last lines of 
column 5 state that the overcoat can be formed from vinyl polymers. Line 7 of column 6 
states that urethane polymers can be used. Given that the thickness (column 5 lines 
39-40) is the same as currently claimed, The indentation modulus of claim 33 is seen as 
inherent since the coating is made of claimed materials at the claimed thickness. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1,8,10,11,12,13,21,22,31,34,37,38 and 39 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Bohan et al in view of the '119 Japanese reference. 
Bohan et al disclose applicants' basic inventive concept, a image formed using silver 
halide with an overcoat that imparts tactile features to the image, substantially as 
claimed with the exception of using the image as an adhesive label. The '119 Japanese 
reference shows this feature to be old in the tactile image art. It would have been 
obvious to one of ordinary skill in the art at the time of applicants' invention from the 
teaching of the '1 19 Japanese reference to modify the tactile image of Bohan et al by 
using it as an adhesive label to permit the image to be adhesively attached to a surface. 
In regard to claim 34, Official Notice is taken that gravure printing is well known in the 
printing art and as such would have been obvious to one of ordinary skill in the art to 
provide an economically reproduced image. In regard to claim 37 Official Notice is 
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taken that thermal dye is well known in the printing art and would have been obvious to 
provide an image that is quickly produced. In regard to claim 38, Official Notice is taken 
that fiduciary marks are common on labels such as the one shown in the Japanese 
patent and as such, such marks would have been obvious to an ordinary practitioner in 
the art to convey information to the consumer. 

Claims 9,14,16,17 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Japanese '1 19 patent in view of Sokyrka. 
The '119 Japanese patent discloses applicants' basic inventive concept, a label with 
tactile features from particles in an overcoat, substantially as claimed with the exception 
of forming Braille characters, or only texturing a portion of the layer. Sokyrka shows this 
feature to be old in the printing art. It would have been obvious to one of ordinary skill in 
the art at the time of applicants' invention from the teaching of Sokyrka to modify the 
label of the Japanese reference by forming Braille characters to permit reading by the 
visually impaired and to texture only a portion of the image to convey both visual and 
tactile information. In regard to claim 16, forming a pattern in the textured surface is 
considered a matter of obvious design choice. 

Claims 35 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bohan et al in view of Sokyrka. * 

Bohan discloses applicants 1 basic inventive concept, an image with tactile features from 
particles in an overcoat, substantially as claimed with the exception of forming the layer 
using a primer and a UV cured outer layer and forming the overcoat layer as 
discontinuous. Sokyrka shows these features to be old in the printing art. It would have 
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been obvious to one of ordinary skill in the art at the time of applicants' invention from 
the teaching of Sokyrka to modify the label of Bohan et al by forming the overcoat using 
a primer and a UV cured compound to produce tactile features quickly allowing for mass 
production and to provide a discontinuous outer layer to provide extended tactile 
features which can be felt more easily. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Japanese '119 patent in view of Yamada. 

The '119 Japanese patent discloses applicants' basic inventive concept, a label with 
tactile features from particles in an overcoat, substantially as claimed with the exception 
of forming the outer layer from gelatin. Yamada shows this feature to be old in the 
printing art. It would have been obvious to one of ordinary skill in the art at the time of 
applicants' invention from the teaching of Yamada to modify the label of the Japanese 
reference by forming the outer layer from a gelatin to protect the label. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claim 20 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 8-14 and 52 of U.S. Patent No. 
6,755,350. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both claim labels with both tactile and olfactory 
features. It is considered obvious that a label having olfactory features with added 
tactile features is the same as a label having tactile features with added olfactory 
features. The features that were added to the label of the previous application during 
prosecution make the current claim 20 broader than the patented claims. It is 
considered obvious to one of ordinary skill in the art that the indentation modulus need 
not be that claimed to derive a label having both olfactory and tactile features. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Imaeda shows a printed object with tactile features. Jeha shows 
a printed sign with tactile features. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William C Doerrler whose telephone number is (571 ) 
272-4807. The examiner can normally be reached on Monday-Friday 6:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Denise Esquivel can be reached on (571) 272-4808. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). r\ A 
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